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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application Is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 26 
October 2006 has been entered. 

Claims 

2. Claims 1 -1 5 are pending. 

WITHDRAWN OBJECTIONS 

3. The objection to the title of record in the Office Action mailed 26 June 2006, page 
2, paragraph 4, has been withdrawn due to Applicant's amended title in the Paper filed 
26 September 2006. 

4. The objection to claim #1 5 of record in the Office Action mailed 26 June 2006, 
page 2, paragraph 5, has been withdrawn due to Applicant's amendment in the Paper 
filed 26 September 2006. 

WITHDRAWN REJECTIONS 

5. The 35 (JSC 103 rejections of claims 1-3, 5-6, 8-9 and 14-15 as being 
unpatentable over Famam (US 4,463,704) in view of Kusakabe et al. (US 5,986.014), of 
record in the Office Action mailed 26 June 2006, page 3, paragraph 6, have been 
withdrawn due to Applicant's amendments in the Paper filed 26 September 2006. 
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6. The 35 USC 103 rejections of claims 4 and 10 as being unpatentable over 
Farnam (US 4,463,704) in view of Kusakabe et al. (US 5,986,014) and DeCato et al. 
(US 6,444,740), of record in the Office Action mailed 26 June 2006, page 6, paragraph 

7, have been withdrawn due to Applicant's amendments in the Paper filed 26 
September 2006. 

7. The 35 USC 103 rejections of claims 7 and 1 1-1 3 as being unpatentable over 
Farnam (US 4,463,704) in view of Kusakabe et al. (US 5,986,014), DeCato et al. 
(6,444,740) and Kawamura (US 5,684,1 10), of record in the Office Action mailed 26 
June 2006, page 7, paragraph 8, have been withdrawn due to Applicant's amendments 
in the Paper filed 26 September 2006. 

NEW OBJECTIONS 
Specification 

8. The amendment filed 26 September 2006 is objected to under 35 U.S.C. 1 32(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: in amended 
claim 1 , line 7 Applicant claim "R'' is an alkyi group". This limitation is not disclosed on 
p. 6 of Applicant's Specification. Applicant does disclose on p. 5, II. 12-25 wherein R 
can be an alkyI group, however, this disclosure is not for R^. 

Applicant is required to cancel the new matter in the reply to this Office Action. 



Application/Control Number: 10/506,487 Page 4 

Art Unit: 1772 

NEW REJECTIONS 
Claim Rejections - 35 USC §112 

The following Is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claims 1-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. In claim 1, line 7 Applicant claims "R'* is an 
alkyi group". This limitation is not disclosed on p. 6 of Applicant's Specification. 
Applicant does disclose on p. 5, II. 12-25 wherein R can be an alkyI group, however, this 
disclosure is not for R"*. 

35 U.S.C. 103(a) Rejections 

10. Claims 1-3, 5-6, 8-9 and 14-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Farnam (US 4,463,704) in view of Kusakabe et al. (US 5,986,014). 

Regarding claims land 15 Farnam (704) teaches a gasket (Abstract, I. 2), which 
comprises a cured product layer (Abs., I. 17 "cure the coating") and a metal plate or 
resin plate (col. 3, 1. 26 "polymeric material", a resin), the cured product layer being 
provided on at least one surface of the resin plate (col. 8, II. 46-48 "applied to top and 
bottom surfaces" and Abs., II. 4-5 and 17), however, Farnam (704) fails to teach of a 
composition comprising an acrylic polymer having at least one alkenyl group capable of 



Application/Control Number: 10/506,487 Page 5 

Art Unit: 1772 

undergoing hydrosilylation reaction by copolymerization of an acrylic acid ester 
monomer and a compound as a second monomer represented by the general formula: 
CH2=CR^-R^-CR'=CH2 

wherein is a hydrogen atom or a methyl group and R"* is an alkyi group of d- 
C20 which may have at least one ether bond; 

a hydrosilyl group-containing compound; and 

a hydrosilylation catalyst as essential components. 

However, Kusakabe ('014) teaches a composition comprising an acrylic polymer 
having at least one alkenyl group capable of undergoing hydrosilylation reaction (coL 
11, II. 43-45), at least one alkenyl group capable of undergoing hydrosilylation reaction 
by copolymerization of an acrylic acid ester monomer and a compound as a second 
monomer represented by the general formula: 

CH2=CR^-R^-CR^=CH2 

wherein R^ is a hydrogen atom or a methyl group R"* is an alkyI group of CrC2o 
which may have at least one ether bond (See col. 5, /. 59 to col. 6, /. 33 wherein 
Applicants left R- is equivalent to Kusakabe's and right which is equivalent to 
Kusakabe's which are a hydrogen or methyl group and explained in col. 5, //. 63-67 
and see col. 8, //. 53-64 wherein Applicants R^ is equivalent to Kusakabe*s R^^ and R^"^ 
when R^^ has at least one ether bond and R^"^ is an alkyI group, thus an alkyI group of 
CrC2o); 

wherein the second monomer is one of 1 ,5-hexadiene, 1 ,7-octadiene and 1 ,9- 
decadiene (col. 12, 11. 56-60); 
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a hydrosilyl group-containing compound (col, 11, L 46) and a hydrosilylation 
catalyst as essential components (col. 14, 11, 49-50) for the purpose of providing good 
depth curability without foaming (col. 14, II. 47-50). 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time applicants' invention was made to substitute the composition of Farnam (704) with 
the well known acrylic polymer as described above in order to provide gaskets with 
good depth curability without foaming as taught by Kusakabe (*014). 

The phrase "wherein the second monomer reacts at a final stage of the 
polymerization reaction or after completion of the reaction of the acrylic acid ester 
monomer in the synthesis of acrylic polymers by living radical polymerization" in claim 
15, 11. 1-4 are process limitations in a product claim and hence not given any 
patentable weight since patentability of a product does not depend on its method of 
production (see MPEP § 21 73.05(p)). 

Regarding claim 2, Farnam (704) fails to teach a gasket wherein the component 
of the composition is a liquid acrylic polymer having a number average molecular weight 
Mn of 500 or more and a molecular weight distribution (Mw/Mn) of 1 .8 or less. 

However, Kusakabe (*014) teaches a gasket wherein the component of the 
composition is a liquid acrylic polymer having a number average molecular weight Mn of 
500 or more (See col. 1 1, 11. 49-50 wherein the Mw is from 500 to 50,000 and col. 3 II. 
64-65 wherein Mw/Mn ^1.1 - 1.5, thus making Mn from 333 to 45,455.) and a 
molecular weight distribution (Mw/Mn) of 1 .8 or less (col. 3, II. 64-65) for the purpose of 
providing sufficient physical properties and not too viscous (col. 11, 11. 52-57). 
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Therefore it would have been obvious to one having ordinary skill in the art at the 
time applicants* invention was made to substitute Farnam (704) with the well known 
acrylic polymer with Mn and Mw/Mn as taught by Kusakabe ('014) in order to provide a 
polymer that has sufficient physical properties and not too viscous. 

Regarding claim 3, Farnam (704) teaches a gasket wherein the cured product 
layer has a film thickness of 1-500 pm (col. 3, IL 44-47 "any desired thickness" and col. 
9, //. 18-21 0.0005 -0.005 in. which equals 12,7-- 127 ^jm). 

Regarding claim 5, Farnam (704) teaches a gasket wherein the composition is 
directly applied to an adhesive-coated metal plate or resin plate (col. 8, //. 46-48 
"adhesive coatings" and "applied to the top and bottom surfaces of the gasket part" and 
Abs., IL 4-5 "coated with a liquid dispersion of polymer or polymers") and cured (Abs., I. 
1 7, "cure the coating"). 

Regarding claims 6, 8 and 9, Farnam (704) teaches a gasket which comprises at 
least one of an automobile engine cylinder head gasket, an engine oil pan gasket and 
an engine intake-exhaust manifold gasket (col. 1, II. 30-35 "pan gasket"). 

Regarding claim 14, Farnam (704) teaches a gasket the gasket discussed 
above, however, fails to expressly disclose wherein the second monomer is one of 1 ,5- 
hexadiene, 1,7-octadiene and 1,9-decadiene. 

However, Kusakabe ('014) teaches wherein the second monomer is one of 1 ,5- 
hexadiene, 1,7-octadiene and 1,9-decadiene (col. 12, II. 56-60) for the purpose of 
providing good depth curability without foaming (col. 14, II. 47-50). 
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Therefore it would have been obvious to one having ordinary skill in the art at the 
time applicants' invention was made to substitute the composition of Farnam (704) with 
the well known monomer as described above as taught by Kusakabe ('014) in order to 
provide gaskets with good depth curability without foaming. 

11. Claims 4 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Farnam (US 4,463,704) in view of Kusakabe et al. (US 5,986,014) and DeCato et al. 
(US 6,444,740). 

Regarding claim 4, Farnam (704) and Kusakabe ('014) teach the gasket as 
described above, however, fail to teach a gasket wherein the cured product layer has a 
surface hardness of 45 or less. However, DeCato (740) teaches the cured product 
layer's surface hardness can vary depending on the additives (col. 5, //. 46-51). 
Furthermore, DeCato (740) teaches the claimed surface hardness of 45 or less (col. 15, 
Table 7a, "Comp, 5"). 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time applicants' invention was made to modify the cured product of surface hardness of 
Farnam (704) and Kusakabe ('014) since DeCato (740) teaches that silicone 
compositions include a plasticizer when it is desirable for the specific surface hardness 
of the cured product layer depending on the desired surface hardness. Furthermore, 
DeCato (740) teaches the claimed surface hardness of the cured product layer of 45 or 
less. 
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Regarding claim 10, Farnam (704) teaches a gasket which comprises at least 
one of an automobile engine cylinder head gasket, an engine oil pan gasket and an 
engine intake-exhaust manifold gasket (col. 1, II. 30'35 "pan gasket). 

12. Claims 7 and 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Farnam (US 4,463,704) in view of Kusakabe et al. (US 5.986,014), DeCato et al. 
(6,444,740) and Kawamura (US 5,684,110). 

Farnam ('704), Kusakabe ('014) and DeCato ('740) teach the gasket as 
described above. However, they fail to expressly teach a gasket wherein the cured 
product is provided on a resin plate that has a softening point of 100 °C or more. 

Kawamura ('110) teaches resins that have a softening point of 100 °C or more 
(col. 6, II. 52-55 "softening point from 5°C to 200 °C") for the purpose of providing a 
gasket to undergo a very slow cure (col. 6, II. 3-4/for having acceptable storage stability 
(col. 6, II. 41-42). 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time applicants' invention was made to provide a resin plate of Farnam ('704), 
Kusakabe ('014) and DeCato ('740) with a softening point of 100 °C or more as taught 
by Kawamura ('110) in order to provide a gasket having acceptable storage stability as 
described above. 

ANSWERS TO APPLICANT'S ARGUMENTS 

13. In response to Applicant's argument (p. 10, para. 3 of Applicant's Paper filed 26 
September 2006) that Applicant's amended independent claim #1, with the limitation of 
R^ is being an "alkyi" instead of an organic (claim 1, 1. 7) overcomes the 103 rejection, it 
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is firstly noted that this amendment adds new matter. Nowhere on p. 6 of Applicant's 
specification or anywhere else within the specification does Applicant disclose R"* as 
being an "alkyl". It is acknowledged that on p. 5, II. 12-25 Applicant does define R as 
being an alkyl group, however, nowhere within this passage is R defined as being 
equivalent to R"*. Thus, Applicant has added new matter. 

Furthermore, Kusakabe ('014) teaches a composition comprising an acrylic 
polymer having at least one alkenyl group capable of undergoing hydrosiiylation 
reaction (col. 11, 11. 43-45), at least one alkenyl group capable of undergoing 
hydrosiiylation reaction by copolymerization of an acrylic acid ester monomer and a 
compound as a second monomer represented by the general formula: 

CH2=CR^-R'^-CR^=CH2 
wherein R^ is a hydrogen atom or a methyl group R"* is an alkyl group of C1-C20 which 
may have at least one ether bond (See col. 5, /. 59 to col. 6, /. 33 wherein Applicants 
left is equivalent to Kusakabe's and right which is equivalent to Kusakabe's R^ 
which are a hydrogen orn^1ethyl group and explained in col. 5, //. 63-67 and see col. 8, //. 
53-64 wherein Applicant's R^ is equivalent to Kusakabe's R^^ and R^"^ when R^^ has at 
least one ether bond and R^^ is an alkyl group, thus an alkyl group of C1-C20). 
14. In response to Applicant's assertion (p. 12, para. 1 of Applicant's Paper filed 26 
September 2006) that DeCato (740) and Kawamura ('110) do not address or overcome 
the distinctions between Applicant's invention and Kusakabe (*014). it is noted that 
Applicant's assertion is an empty assertion since Applicant has not precisely addressed 
any claimed limitation. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brent T. O'Hern whose telephone number is (571) 272- 
0496. The examiner can normally be reached on M-F, 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (571) 272-2172. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Brent T O'Hern 
Examiner 
Art Unit 1772 
December 6, 2006 
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